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REMARKS 

Cnaims 1-6 an pending in the present appUcation. CHaims 1-6 stand rejected 
accoiding to the Office Action dated May 1 1, 2005. 

REJECTIONS T INDER 35 U SC S 103(a) 

Claims 1-6 are igectcd under 35 U.S.C. § 103(a) as being unpatentable over German 
AppUcation DE 4136540 Al to Pegaz (hereafter "Pegaz^ in viev. of U.S. Patent No. 
5.695,868 to McConnack (hereafter "McConnaclO- ^ support of the rejection, the Office 
siates, -Tegaz discloses a disposable absorbent article which comprising [sic] an 
impemieable backsheet, a liquid absorbing core, and a liquid permeable topsheet, which 
contains a skin care composition." The Office acknowledges that Pegaz does not disclose 
Ihe pacentage of materials in the composition, but the Office asserts that Pegaz does teach 
-a skin care agent having components fiom the claimed groups of waxes, emollients, [sic] 
viscosity increasing agents." Therefore, the Office concludes, 'It would have been obvious 
to one having ordinary skiU in the art at the time the invention was made to provide the 
article of Pegaz with the clahned percentage of materials in the skin care composition." hi 
support of the conclusion The Office cites the following case law: «[W]here the general 
conditions of a claim are disclosed in the prior art. it is not inventive to discover the optmium 
or workable ranges by routine experimentation.*' In re AUer, XOS U.S.P.Q. 233 (CCPA 
1955). 

The Office further concedes that Pegaz does not teach a vapor permeable backsheet. 
•me Office states that McCoimack discloses «a breathable fihn/nonwoven composite suitable 
for use as an outer cover in absorbent articles." The Office concludes. "It would have been 
obvious to one having ordinary sWU in the art at the time the invention was made to provide 
the article of Pegaz with a vapor permeable backsheet having tiie claimed water v^r 
transmission rate for the benefits disclosed in McComiack." A,,plicant traverses this 
rejection for several reasons discussed below. 
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The Office has stated that "Wt would have been obvious to one having ordinary skiU 
in the art at the time the invention was made to provide Ae article of Pegaz with the claimed 
percentage of materials in the skin care composition." Applicant refutes the Office's 
conclusion that one of ordinary skill in the art need only optimize concentration ranges to 
yield Applicant's claimed invention. The Office relies on case law to support its conclus.on 
that -where the general conditions of a claim are disclosed in the prior art. discovering the 
optimum or workable ranges involves only routine skUl in the art.' to re Aller et al 105 
USPQ 233 - Aller invoKed an applicant trying to claim a chemical process which differed 
in regard to concentration of a single compound (i.e., sulfimc acid) and the process 
temperature compered to the prior art. However, Pegaz requires for more than mere 

optimization of concentration. 

First. o« sldlled to the fflt mmt detomfae ^d. rf tte rix b«»d wwswes of 
^bs«o« should b. Peg« ««« the following «x bro«J «l.g<»i« of (1) 
labricanu. (2) h^phoMo sub«»«s. (3) pH towing (4) di«nfe.6ng 
bac.crioa.ttc «co«, and (6) »baa«« which hcA ^S>^ « »^ d«pcr dcno-.*.. 
Eachofft«c««goriea,n.y.r,na,no.l«P-««to<»»'«^°""8«- 
ddllcd in ac ar, ^us. to select what ittdividu- sp«S« to »« within fl» ««80n« 
Sdectcd in the ms. step. Each of ^ six broad categoric may «»o«.P>« «^ 
indi-ndual substances. For e««npl.. Pegaz lists eighteen ex»nples of hading .g«.s. Gi«n 
^ any cc^Woation of the six categories n«y be prese« and that each category nmy 
^«in num«o.» i«<livi<-l «*stances of which more than on. may be present. are 
P<^,y tho««ds of comWn«ioo. that may he optimised. Third, only once the taoad 
Ignries of suh«»»es ha« be«. chosen and d>e individual species within the broad 
«^rics have been cho.«. .nay «« of -dinary skill in the art begin opommn, tt,e 

„„e«,,^. a..rly,mo,oi.«^<^''-'-'-<'P*^"°f"^'"'^'^ 
P«ai to tea* «ch and every Boitation of AppUcant-s claims. 

F,rt»more. i, is eta. that mote to tontine experin,«.tadon is necessary to result 

in Applicant's recited claims. Caae law has hdd that "obvious to tr,^' is not a valid test of 

p^entabiHty. /- « "5 F.M «g6. 6g8 (Fed. Cir. .987) Cone sltUW m the «. 
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niight find it obvious to try various combinations of these tao>^ scale and cortosion 
prevention agents. However, this is not the standard of 35 U.S.C § 103."). Pegaz does not 
teach a specific substance or combination of substances. Instead. Pegaz p^vides a hst of 
possible categories - each of which includes a laundry list of possible species. 

Applicant requests withdrawal of the rejection since the motivation for modifying 
Pegaz is erroneous. Pegaz requires more than optimization of ranges and requires more than 
routine experimentation in order to teach Applicant's claimed invention. 

With regard to Claim 2, the Office has failed to point to any passage withm Pegaz 
which teaches or suggests Applicant's Umitation of a skin care composition fiirther 
comprising a viscosity increasing agent As a result. Applicant requests withdrawal of the 
rt^ection since the Office has failed to teach each and every limitation of the present claim. 

With regard to the combination of Pegaz and McCormack, the Office states, "It 
would have been obvious to one having ordinary skill m the ait at the time the invention was 
made to provide the article of Pegaz with a v^or permeable backsheet having the clammed 
water vapor transmission rate for the benefits disclosed in McCormack." Applicant asserts 
that the Office has failed to provide a sufficient motivation for the proposed combmation. 
First, case law has repeatedly stated that the prior art must provide the motivation to make 
the proposed modification. See In re DeminsH. 796 F.2d 436, 443 (Fed. Cir. 
was no suggestion in the prior art to provide Deminski with tiie motivation to design ti»e 
valve assembly so that it would be removable as a unit''); m re Lalu. 747 F.2d 703. 705. 
(Fed- Cir 1 984) ('The prior art must provide one of ordinary skiU in the art the motivation to 
make the proposed molecular modifications needed to arrive at the claimed compound."); In 
re Beam 974 F 2d 1309, 1311-1312 (Fed. Cir. \992)(.quoting Undenumn Maschinenfabnk 
GMBH V. American Hoist & Derrick Co., 730 F.2d 1452. 1462 (Fed Cir. l984)("When 
detemuning the patentabitity of a claimed invention which combines two known elements. 
"ti.e question is whether thei^ is something in the prior art as a whole to suggest the 
desirability, and thus the obviousness, of making the combination."); Ex parte Chicago 
Rawhide Manufctcturing Co , 226 U.S.P.Q. 438. 440 (B.P,^L l984)C^e prior art must 
provide amotivation or reason for tiie woricer inthe arU without the benefit of the appellants 
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« ^ «» propose, m^sao-io.^ 1^ Office mc«ly ««« *e badit of *. 
Lln«. w-er vapor ™»i.io„ ^for^ ^^-^ ^'^^ ^ ^^^ITTf 

U„0«c.c-»o.pick«^cboo««no»gindivid^e.»e„.-f-°««''>^"«^ 
„,«««.teo.»m=dinv»«io«b««onl±rfsigl.tofAppBo».r..nven«o^ 

^pe»i»n,. wKhin of ^ to, .o pick 

only «. of U « wUl »,po« . gi- PO»«"n » exo.»on of o^ p.^ 
l««s^ *P«ci.«o» of «f««c fiMy «^ » o^ « 

...^.M«" --j^,:x^u;:r.i^po.,..o«n 

laver McConnack discloses a composite incluflmg anim , 
l7wo,«.w* conrfon - s^PO« i^" O... 5. 

^^'•^ » , , « . j;„««« alleviate ttie above-meationed film 

when used as the backing matenal for diapeis aUeviaie aw 
webs when usea as ^ the Peaaz and McComackwiU result m 

-.w^mc" Col 2 lines 5-6). The combination of the regaz ana wua.v* 
rpI:.;:^»~«e...eo«e.U^. H»wev.r.^C«^-no.,p^^ 

Ie*e. *e om=r noawove. Uyer . H,ui* impend... «-» ^ 

^ ^a. ac . b«ier ,o «.e passage of »,ai^" (Co.. >. '^"'^ 

4o» no, »ach o«» oo»-™ « ^ 

^ it is improper .o cona,i« references ^^«^^ 

^.^eircn^ Si.^ Pe^ .e^ a li.p.d i.pcn.»*ic ou«r iayer an* 

^ by M^onna* is no. disclo,-. as Wng inrpermeable. . »«a»n.bl. « 
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combine Pegaz and McConnack si.ce the fia^ctio^ality of Pegaz's l«iuid impenneable outer 
layer may be lost with use of the McConnack outer nonwoven layer. 
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Conclusion 

In light of the above remarks, it is i^uested that the Office reconsider and withdraw 
the rejections under 35 U.S.C §103(a). Early and favorable action in the case is respectfully 
requested. 

This tesponse rep«s«its an earnest effort to place the application in proper foim and 
to distinguish the invention as now claimed ftom the applied references. In view of the 
foregomg. reconsideration of this appUcation and allowance of Claims 1^ is respectfully 
requested. 

RespectMy submitted, 
THE PROCraR ^G^\MBLE COMPANY 

Signature 
Krir. T. Addington 
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